THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Bef ore CAROFF, ELLIS, and LI EBERMAN, Admi nistrative Patent
Judges.

CAROFF, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

Thi s deci sion on appeal relates to the final rejection of
claims 1-12, 22-25 and 28-32. dCdains 13-21 and 26-27, the

other clains remaining in the application, stand w thdrawn

1 Application for patent filed Novenber 29, 1993.
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from consi deration by the exam ner pursuant to 37 CFR §
1.142(b) as being directed to a non-el ected invention and,
t hus, are not before us.

The clains on appeal are directed to a reactive nelt
m xi ng process involving the use of a reactive base resin, an
initiator and a polyester with amne functionality to forma
crosslinked toner resin. Caim1lis illustrative:

1. Areactive nelt m xing process for the preparation of
a low fix tenperature toner resin, consisting essentially of:

(a) mxing a reactive base resin, an initiator, and a
pol yester with am ne functionality, and

(b) crosslinking the resulting polymer nelt under high
shear to forma crosslinked toner resin, and wherein there
occurs a reaction between said initiator and said anm ne
functionality thereby formng free radicals which attack the
unsaturated sites of the base resin causing crosslinking
t hereof, and wherein said crosslinked toner resinis
substantially free of sol

The exam ner relies upon the followng prior art

ref erences as evi dence of obvi ousness:?

Fuller et al. (Fuller) 5, 166, 026 Nov. 24, 1992
Wl son et al. (WIson) 5,194,472 Mar. 16, 1993
Mahabadi et al. (Mahabadi 1) 5,227, 460 July 13, 1993

’The exam ner's answer (page 2) indicates that another
prior art reference (McCabe et al.) is no longer relied upon
in rejecting the clains.
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Mahabadi et al. (Mahabadi 11)5, 352, 556 Cct . 4, 1994
(filed March 23, 1993)
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The following rejections are before us for consideration:
. Cains 1 and 30 stand rejected for indefiniteness
under 35 U. S.C. 8 112, second paragraph.
1. Cains 1-12, 22-25 and 28-32 stand rejected for
obvi ousness under 35 U. S.C. § 103 in view of Mahabadi | or
Mahabadi 112 taken in conmbination with WIlson and Ful | er.
Based on the record before us, we cannot sustain either
of the rejections at issue. Instead, we shall apply a new
ground of rejection under 35 U.S.C. 8 112, second paragraph.
Turning first to the examner's rejection under 35 U. S. C
8§ 103, we conclude that the exam ner has failed to establish

a prinma facie case of obviousness. |In this regard, we note

that the clainmed invention involves a three-conponent m xture
i ncluding a polyester with amine functionality; whereas

Mahabadi involves reactive nelt mxing of only two essenti al

conponents, i.e., an unsaturated base resin, such as
3Consi deration of Mahabadi 11 is superfluous as it nerely
represents a division of Mahabadi |. Accordingly,

consi deration of the Mahabadi disclosure will be solely by
reference to Mahabadi I.

Furthernore, we note that the rejection of claim4 is
noot since claim4 was cancel |l ed by anendnent (Paper No. 3)
prior to the final rejection.
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unsaturated polyester resin, and an initiator. Further, the
exam ner recogni zes that Mahabadi nakes no reference to any
pol yester with am ne functionality. Contrary to assertions
made by the exam ner, we find no basis whatsoever for a
conclusion that either Wlson or Fuller discloses any am nated
pol yester as such, let alone providing any notivation for
using an am nated polyester in the reactive nelt m xing
process of Mahabadi. W agree with appellants that whatever
gquat ernary am ne conpound may be disclosed in WIlson is not
reacted with a thernoplastic polyner but, rather, is present
in toner particles as a separate conponent dispersed in a

pol ymer matrix phase (WIson: col. 5, |. 65-67). Simlarly,
we find no disclosure in Fuller of any polyester with am ne
functionality; nor has the exam ner pointed out - by colum
and line - any specific disclosure by Fuller of an am nated
pol yester.

Wth regard to the case for indefiniteness, we cannot
agree with the exam ner that the expression "substantially
free of sol" has no fixed or definite neaning. Merely because
the word "substantially” may be broad in scope does not
necessarily render it indefinite. As appellants note, page 28
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of their specification gives an indication as to what is neant
by the purportedly indefinite expression in terns of gel
contact. Mreover, "substantially" is used extensively in a
simlar context in Mahabadi (see col. 5, |. 41-46; col. 8, |.
40-42) and, thus, its nmetes and bounds presunably woul d be
understood by those versed in the art.

We al so disagree with the exam ner that the phrase "the
resulting polyner nelt" |acks antecedent basis. Adequate
ant ecedent basis may be reasonably inferred fromthe preanble
recitation relating to "nmelt mxing." The reasonable
inference to be drawn is that "the resulting polyner nelt"
refers to the product which is formed during the m xing
operation previously recited in step (a) of the claim

For the foregoing reasons, the decision of the exam ner
IS reversed.

Rej ection Under 37 CFR 8§ 1.196(hb)

I n accordance with the provisions of 37 CFR § 1.196(b),
we hereby apply the foll owi ng new ground of rejection:
Clainms 1-3, 10-12, 22-24, and 28-32 are rejected under
35 U.S.C. 8 112, second paragraph, as being indefinite.
There is lack of antecedent basis in the subject clains for
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the phrase "the unsaturated sites in the base resin.” This
deficiency is all the nore glaring considering that
appel l ants' specification (p. 1, |. 14-22; p. 7, |. 14-20)
suggests that appellants regard unsaturated sites in the base
resin as being an essential aspect of their invention.
Accordingly, in order to obviate this rejection appellants
shoul d provi de antecedent basis in their clains by indicating
that the reactive base resin of step (a) is an unsaturated
resin or that it contains at |east one unsaturation site.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63,122 (Oct. 21, 1997)). 37
CFR § 1.196(b) provides that "[a] new ground of rejection
shal | not be considered final for purposes of judicial
review "

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c)) as to the rejected clains:
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(1) Submt an appropriate anendnent of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

REVERSED
NEW GROUND OF REJECTI ON UNDER 37 CFR § 1.196(b)

MARC L. CARCFF )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
JOAN ELLIS ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
PAUL LI EBERVAN )
Adm ni strative Patent Judge )

M.C: svt
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